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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-35,37-39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over GB 1 179151 (herein GB151) in view of US 3,295,254 (herein 254) . 

For claims 1 & 10, GB151 teaches a method for injecting a fluid into a woody 
plant, the method comprising: (a) providing: (i) a fluid reservoir 10 for containing a fluid; 
(ii) a gas reservoir (page 3, left column, lines 6-24) for containing a gas; (iii) a needle 3 
having a proximal end and a distal end, comprising: (1) an inner conduit (inherent in a 
needle for injecting fluid); (2) an outer surface; and (3) at least one aperture (inherent in 
a needle for injecting fluid) connecting the inner conduit and the outer surface and 
proximate to the point at said distal end; and (iv) a hand-held injector (as shown in figs. 
1 & 2) connectable to the fluid reservoir and the gas reservoir, wherein the hand-held 
injector can push at least a portion of the fluid from the fluid reservoir with at least one 
piston 14 actuated by at least a portion of the gas from the gas reservoir without the gas 
contacting and mixing with the fluid (page 3, left column, lines 35-41, the fluid in 
cartridge 10 is separated from the air injected into the vessel 1), through the inner 
conduit of the needle and out of the at least one aperture; (b) inserting the needle into 
the woody plant; and (c) injecting, via the hand-held injector, at least a portion of the 
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fluid from the fluid reservoir using at least a portion of the gas from the gas reservoir 
without the gas contacting and mixing with the fluid (page 3, left column, lines 35-41 , the 
fluid in cartridge 10 is separated from the air injected into the vessel 1), through the 
inner conduit of the needle and out of the at least one aperture and into the woody 
plant; thereby injecting only the fluid into the woody plant. However, GB151 is silent 
about the needle being the type with a sealed tip. 

254 teaches an apparatus for injecting liquids into trees in which he employs a 
needle 1 1 having a proximal end (fig. 3, end near refs. 21 ,17) and a distal end (fig. 3, 
end near ref. 12), an inner conduit 14, a sealed tip 12 terminating in a point at the distal 
end, an outer surface and at least one aperture 16 connecting the inner conduit and the 
outer surface and proximate to the point at the distal end. It would have been an 
obvious substitution of functional equivalent to substitute the needle of GB151 with the 
needle with the above described features as taught by 254, since it would perform the 
same function; i.e. to penetrate a tree so as to inject liquid into the tree. 

For claim 2, in addition to the above, 254 teaches injection to a tree. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to employ the method as taught by GB151 as modified by 254 to a tree in order to 
treat the free of disease. 

For claim 3, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to employ the method as taught by GB151 as modified 
by 254 to a palm tree, depending on a user's preference to do so in order to treat the 
palm tree of disease. 
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For claim 4, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to repeat the method of GB1 51 as modified by 254 on 
the same tree, depending on how bad the tree is in need of medicament, nutrients, 
fertilizer, pesticide, etc. 

For claim 5, GB151 as modified by 254 (emphasis on GB1 51) teaches the fluid 
being a treatment for a disease condition (page 1 , left column, lines 20-25). 

For claim 6, GB151 as modified by 254 (emphasis on GB1 51) teaches the fluid 
being a treatment for an insect infestation (page 1 , left column, lines 20-25). 

For claims 7 & 8, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to employ a nutrient or a suspension as the 
preferred fluid in the method of GB1 51 as modified by 254 in order to provide the tree 
with proper nutrients/suspension. 

For claim 9, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to insert the needle of the method of GB151 as 
modified by 254 into expansion tissue, depending on what area of the tree needs to be 
treated. 

For claim 1 1 , in addition to the above, 254 further teaches the at least one 
aperture 16 is at a forward angle such as 90° relative to the longitudinal axis of the 
needle (see fig. 3 of Schoonman). It would have been an obvious substitution of 
functional equivalent to substitute the needle of GB151 as modified by 254 with the 
needle with the above described features as further taught by 254, since it would 
perform the same function; i.e. to penetrate a tree so as to inject liquid into the tree. 
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For claim 12, in addition to the above, 254 further teaches the angle of 90° which 
is about 50° to about 130° relative to the longitudinal axis of the needle. It would have 
been an obvious substitution of functional equivalent to substitute the needle of GB151 
as modified by 254 with the needle with the above described features as further taught 
by 254, since it would perform the same function; i.e. to penetrate a tree so as to inject 
liquid into the tree. 

For claim 13, in addition to the above, 254 further disclose the angle of 90° which 
is about 60° to about 120° relative to the longitudinal axis of the needle. It would have 
been an obvious substitution of functional equivalent to substitute the needle of GB151 
as modified by 254 with the needle with the above described features as further taught 
by 254, since it would perform the same function; i.e. to penetrate a tree so as to inject 
liquid into the tree. 

For claim 14, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the apertures of GB151 as modified by 254 
angled at about 65°, since it has been held that where routine testing and general 
experimental conditions are present, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

For claim 15, in addition to the above, 254 further disclose at least a portion of 
the outer surface of the needle between the point 12 and the at least one aperture 16 
includes a taper (see fig. 3, the aperture 16 in consideration is the one near refs. 12,14). 
It would have been an obvious substitution of functional equivalent to substitute the 
needle of GB151 as modified by 254 with the needle with the above described features 
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as further taught by 254, since it would perform the same function; i.e. to penetrate a 
tree so as to inject liquid into the tree. 

For claim 16, in addition to the above, 254 further disclose the needle has a first 
portion from the proximal end to a shoulder point (fig. 3, shoulder point stops near refs. 
16,14,12), wherein the outer surface of the first portion has a first taper (fig. 3, first taper 
occurs from proximal end where refs. 21 ,17 are located to the shoulder point), and a 
second portion from the shoulder point to the distal end (fig. 3, near ref. 12), wherein the 
second portion has a second taper (from shoulder point to the tip of the needle) which is 
substantially greater than the first taper. It would have been an obvious substitution of 
functional equivalent to substitute the needle of GB151 as modified by 254 with the 
needle with the above described features as further taught by 254, since it would 
perform the same function; i.e. to penetrate a tree so as to inject liquid into the tree. 

For claim 17, the second taper of GB151 as modified by 254 (emphasis on 254) 
appears to be in the range of about 10 degrees to about 50 degrees relative to the 
longitudinal axis of the needle; however, this is not certain. In any event, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have the taper angle of GB151 as modified by 254 about 10° to about 50°, since it 
has been held that where routine testing and general experimental conditions are 
present, discovering the optimum or workable ranges involves only routine skill in the 
art. InreAller, 105 USPQ 233. 

For claim 1 8, see claim 1 . 

For claim 19, see claim 6, esp. GB151 , left column, lines 20-25. 
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For claim 20, GB151 as modified by 254 (emphasis on GB1 51) teaches air (page 
3, left column, line 9). 

For claim 21 , GB151 teaches an apparatus for injecting a fluid into a woody 
plant, the method comprising: a fluid reservoir 10 for containing a fluid; a gas reservoir 
(page 3, left column, lines 6-24) for containing a gas; a needle 3 having a proximal end 
and a distal end, comprising: an inner conduit (inherent in a needle for injecting fluid); 
an outer surface; and at least one aperture (inherent in a needle for injecting fluid) 
connecting the inner conduit and the outer surface and proximate to the point at said 
distal end; and a hand-held injector (as shown in figs. 1 & 2) connectable to the fluid 
reservoir and the gas reservoir, wherein the hand-held injector can push at least a 
portion of the fluid from the fluid reservoir with at least one piston 14 actuated by at least 
a portion of the gas from the gas reservoir without the gas contacting and mixing with 
the fluid (page 3, left column, lines 35-41, the fluid in cartridge 10 is separated from the 
air injected into the vessel 1 ), through the inner conduit of the needle and out of the at 
least one aperture. However, GB151 is silent about the needle being the type with a 
sealed tip. 

254 teaches an apparatus for injecting liquids into trees in which he employs a 
needle 1 1 having a proximal end (fig. 3, end near refs. 21 ,17) and a distal end (fig. 3, 
end near ref. 12), an inner conduit 14, a sealed tip 12 terminating in a point at the distal 
end, an outer surface and at least one aperture 16 connecting the inner conduit and the 
outer surface and proximate to the point at the distal end. It would have been an 
obvious substitution of functional equivalent to substitute the needle of GB151 with the 
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needle with the above described features as taught by 254, since it would perform the 
same function; i.e. to penetrate a tree so as to inject liquid into the tree. 
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For claim 33, in addition to the above, 254 teaches the at least one aperture 16 is 
located between the shoulder point and the proximal end. It would have been an 
obvious substitution of functional equivalent to substitute the needle of GB1 51 with the 
needle with the above described features as taught by 254, since it would perform the 
same function; i.e. to penetrate a tree so as to inject liquid into the tree. 

For claim 34, see claim 1. 

For claims 35 & 39, GB151 as modified by 254 discloses medicament, which 
some medicament are made out of some sort of herbal product. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to use 
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herbal product in the fluid of GB1 51 as modified by 254, depending on the type of tree 
requirement for certain type of medicament such as herbal product. 

For claims 37 & 38, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to employ the method as taught by GB151 as 
modified by 254 to a shrub, depending on the user's preference to treat a shrub of 
disease. 

3. Claims 36 & 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gb151 as modified by 254 as applied to claims 1 ,18,21 above, and further in view of US 
4,103,456 (herein 456). GB151 as modified by 254 is silent about the fluid being growth 
regulator. 456 teaches a method for treating trees in which they inject medicament 
such as fertilizer, growth regulator, hormone, etc. into the trees to treat the trees for 
disease (col. 4, lines 63-65). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to employ a growth regulator as taught by 
456 in the method of GB151 as modified by 254 in order to enhance tree growth. 

Response to Arguments 

4. Applicant's arguments with respect to claims 1-40 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Son T. Nguyen whose telephone number is 703-305- 
0765. The examiner can normally be reached on Mon-Thu from 10:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter M. Poon can be reached on 703-308-2574. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Son T. Nguyen 
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